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Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-13, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a non-capacitive detection device for the first 
surface, classified in class 73, subclass 105. 

II. Claims 14-16, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes at least one of a contact probe or radiation 
receiver as a topographical feature detector for the first surface and a support 
member that supports the substrate without contacting the conductive structures 
located on the second surface, classified in class 73, subclass 105. 

III. Claims 17-24, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes at least one of a contact probe or radiation 
receiver as a topographical feature detector for the first surface, classified in class 
73, subclass 105. 

IV. Claims 25-3 1 and 82-87, drawn to an apparatus and method for detecting 
characteristics of a microelectronic substrate that utilizes a roughness detector 
comprised of a contact probe and an actuator connected to at least one of the 
roughness detector and the support member to move at least one of the two, 
classified in class 73, subclass 105. 
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V. Claims 32-37 and 88-93, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a roughness detector comprised of a 
radiation receiver and an actuator connected to at least one of the roughness 
detector and the support member to move at least one of the two, classified in 
class 73, subclass 105. 

VI. Claims 38,39, and 45-48, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes at least one of a contact probe or radiation 
receiver as a topographical feature detector for the first surface and first and 
second detectors proximate the second surface of the substrate, classified in class 
73, subclass 105. 

VII. Claims 40-44, drawn to an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a first topography detection means that 
detects at least one of roughness and thicioiess variation of a first surface of the 
substrate and second topography detection means to detect a characteristic of 
raised conductive stiaictures present on the second surface of the substiate, 
classified in class 73, subclass 105. 

VIII. Claims 49-62, drawn to a method of processing a microelectronic substrate, 
classified in class 73, subclass 105. 
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IX. Claims 63-77, drawn to a method for detecting characteristic of a microelectronic 
substrate having a first surface that has features that do not include conductive 
connection structures, classified in class 73, subclass 105. 

X. Claims 78-8 1 , drawn to a method in a computer for detecting characteristic of a 
microelectronic substrate, classified in class 73, subclass 105. 

XI. Claims 94-97, drawn to a method for detecting characteristics of a microelectronic 
substrate, classified in class 73, subclass 105. 

2. The inventions are distinct, each from the other because of the following reasons: 

3. Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group II are not found in Group I. The subcombination has separate utility such as 
an apparatus for detecting characteristics of a microelectronic substrate that utilizes at least one of 
a contact probe or a radiation receiver to detect characteristics of the first surface of the substrate, 
rather than a non-capacitive detector required by the claims of Group I. The Group I claims 
could read on an optical or visual inspection process. 

4. Inventions I and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 

O 
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particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group III are not found in Group I. The subcombination has separate utility such as 
an apparatus for detecting characteristics of a microelectronic substrate that utilizes at least one of 
a contact probe or a radiation receiver to detect characteristics of the first surface of the substrate, 
rather than a non-capacitive detector required by the claims of Group I. The Group I claims 
could read on an optical or visual inspection process. 

5. Inventions I and IV (claims 25-31) are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group IV are not found in Group I. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a contact probe to perform roughness measurements, rather than a non- 
capachive detector required by the claims of Group I. The Group I claims could read on an 
optical or visual inspection process or instead utilizing a radiation receiver to detect 
characteristics of the first surface. 
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6. Inventions I and IV (claims 82-87) are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a non-capacitive detection apparatus, as required by the claims of Group I. This non- 
capacitive technique could utilize an optical or visual roughness determination or utilize a 
radiation receiver to determine roughness of the first surface of the substrate. 

7. Inventions I and V (claims 32-37) are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group V are not found in Group I. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a radiation receiver to perform roughness measurements, rather than a non- 
capacitive detector required by the claims of Group I. The Group I claims could read on an 
optical or visual inspection process or instead utilize a contact probe for roughness measurements. 
8. Inventions I and V (claims 88-93) are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
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practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a non-capacitive detection apparatus, as required by the claims of Group I. This non- 
capacitive technique could utilize an optical or visual roughness determination or alternatively, 
utilize a contact probe to determine roughness of the first surface of the substrate. 
9. Inventions I and VI are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group VI are not found in Group I. The subcombination has separate utility such as 
an apparatus for detecting characteristics of a microelectronic substrate that utilizes a contact 
probe and/or a radiation receiver to perform roughness measurements, rather than a non- 
capacitive detector required by the claims of Group I. The Group I claims could read on an 
optical or visual inspection process. 

10. Inventions I and VII are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
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as 



claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group VII are not found in Group I. The subcombination has separate utility such 
as an apparatus for detecting characteristics of a microelectronic substrate that utilizes at least one 
of a contact probe and a radiation receiver to perform roughness measurements, rather than a 
non-capacitive detector required by the claims of Group I. The Group I claims could read on an 
optical or visual inspection process. 

1 1 . Inventions II and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group III are not found in Group II. The subcombination has separate utility such 
as an apparatus for detecting characteristics of a microelectronic substrate that utilizes a first 
topographical feature detector for a first substrate surface and a second topographical detector for 
the second surface of the substrate The claims of Group II, alternatively require an apparatus for 
detecting characteristics of a microelectronic substrate that utilizes a first topographical feature 
detector for a first substrate surface and a support member which supports the substrate without 
contacting the conductive structures present of the second surface of the substrate. 
1 2. Inventions (II and III) and IV (claims 25-31) are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (I) the 
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combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations (MPEP 
§ 806.05(c)). In the instant case, the combination as claimed does not require the particulars of 
the subcombination as claimed because all of the limitations of Group IV are not found in Groups 
II or III. The subcombination has separate utility such as an apparatus for detecting 
characteristics of a microelectronic substrate that utilizes a contact probe to perform roughness 
measurements, rather than a radiation receiver which may be utilized in the inventions recited in 
the claims of Groups II and III. 

13. Inventions (II and III) and IV (claims 82-87) are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1) the process as claimed can 
be practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed 
can be used to practice another and materially different process. (MPEP § 806.05(e)). In this 
case, the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a radiation receiver, as required by the claims of Groups II and III. 

14. Inventions (II, III, IV (claims 25-31)) and V (claims 32-37) are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations (MPEP 
§ 806.05(c)). In the instant case, the combination as claimed does not require the particulars of 
the subcombination as claimed because all of the limitations of Group V are not found in Groups 
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II-IV. The subcombination has separate utility such as an apparatus for detecting characteristics 
of a microelectronic substrate that utilizes a radiation receiver to perform roughness 
measurements, rather than a contact probe which may be utilized in the inventions recited in the 
claims of Groups II-IV. 

15. Inventions (II and III) and V (claims 88-93) are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1) the process as claimed can 
be practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed 
can be used to practice another and materially different process. (MPEP § 806.05(e)). In this 
case, the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a contact probe, as required by the claims of Groups II and III. 

1 6. Inventions (II and III) and VI are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VI are not found in Groups II or III. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a contact probe and/or a radiation receiver to perform 
roughness measurements on a first surface and second detectors to detect surface characteristics 
of a second surface, rather than utilizing a contact probe and/or a radiation receiver to perform 
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roughness measurements on a first surface which does not include conductive connection 
structures which is required by the claims of Groups II and III. 

1 7 Inventions II and VII are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group VII are not found in Group II. The subcombination has separate utility such 
as an apparatus for detecting characteristics of a microelectronic substrate that utilizes a first 
topographical feature detector for a first substrate surface required only to have a roughness 
feature and a second topographical detector for the second surface of the substrate The claims of 
Group II, alternatively require an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a first topographical feature detector for a first substrate surface that does 
not include conductive connection structures and a support member which supports the substrate 
without contacting the conductive structures present of the second surface of the substrate. 
1 8. Inventions III and VII are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
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limitations of Group II are not found in Group VII. The subcombination has separate utility such 
as an apparatus for detecting characteristics of a microelectronic substrate that utilizes a first 
topographical feature detector for a first substrate surface that does not include conductive 
connection structures and a second topographical detector for the second surface of the substrate 
The claims of Group VII, alternatively, require that a first surface only have a roughness feature 
and the first topography detection means measures at least one of a roughness and thickness 
variation of the first surface of the substrate. 

19. Inventions IV (claims 82-87) and V (claims 32-37) are related as process and apparatus 
for its pracfice. The inventions are distinct if it can be shown that either: (1) the process as 
claimed can be practiced by another materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 806.05(e)). 
In this case, the process as claimed can be practiced by a materially different apparatus, such as 
one that utilizes a radiation receiver, as required by the claims of Group V. 

20. Inventions IV (82-87) and V (claims 88-93) are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations (MPEP 
§ 806.05(c)). In the instant case, the combination as claimed does not require the particulars of 
the subcombination as claimed because all of the limitations of Group V are not found in Group 
IV. The subcombination has separate utility such as a method for detecting characteristics of a 
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microelectronic substrate that utilizes a radiation receiver to perform roughness measurements, 
rather than a contact probe which is required by the claims of Group IV. 
2 1 Inventions IV (claims 25-31) and VI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VI are not found in Group IV. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that may utilize a radiation receiver to perform roughness 
measurements, rather than a contact probe which is required by the claims of Group IV. 

22. Inventions IV (claims 82-87) and VI are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a radiation receiver, as required by the claims of Group VI. 

23 . Inventions IV (claims 25-3 1 ) and VII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
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subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VII are not found in Group IV. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a first topography means comprised of at least one of a 
contact probe and a radiation receiver to detect at least one of a roughness or thickness variation 
of the first surface of the substrate, and a second topography detection means to detect a 
characteristic of the second surface of the substrate. 

24. Inventions IV (claims 82-87) and VII are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one utilizes a 
radiation receiver for the first surface and a second topography detection means for the second 
surface of the substrate. 

25. Inventions V (claims 32-37) and VI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
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claimed because all of the limitations of Group VI are not found in Group V. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that may utilize a contact probe to perform roughness measurements, rather than a 
radiation receiver which is required by the claims of Group V. 

26. Inventions V (claims 88-93) and VI are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one utilizes a 
contact probe and may also use a radiation receiver, as required by the claims of Group VI. 

27. Inventions V (claims 32-3 7) and VII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VII are not found in Group IV. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a first topography means comprised of at least one of a 
contact probe and a radiation receiver to detect at least one of a roughness or thickness variation 
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of the first surface of the substrate, and a second topography detection means to detect a 
characteristic of the second surface of the substrate. 

28. Inventions V (claims 88-93) and VII are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one utilizes a 
contact probe for the first surface and a second topography detection means for the second 
surface of the substrate. 

29. Inventions (I-III, IV (claims 25-3 1), V (claims 32-37), VI, and VII) and VIII are related 

as process and apparatus for its practice. The inventions are distinct if it can be shown that either: 
(1) the process as claimed can be practiced by another materially different apparatus or by hand, 
or (2) the apparatus as claimed can be used to practice another and materially different process. 
(MPEP § 806.05(e)). In this case, the process as claimed can be practiced by a materially 
different apparatus, such as one that utilizes a non-capacitive detection apparatus as required by 
the claims of Group I; or an apparatus that utilizes a contact probe or a radiation receiver as 
required by the claims of Groups II-VII. Furthermore, the process appears to create a substrate 
having the features located on the first and second surfaces, such that a calibration detection 
process takes place. 
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30. Inventions IV (claims 82-87) and VIII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VIII are not found in Group IV. The 
subcombination has separate utility such as an apparatus for processing a microelectronic 
substrate where detecting characteristics are manufactured onto the first and second surfaces of 
the substrate. This technique appears to be a calibration process for a roughness detector. 
3 1 . Inventions V (claims 88-93) and VIII are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group VIII are not found in Group V. The 
subcombination has separate utility such as an apparatus for processing a microelectronic 
substrate where detecting characteristics are manufactured onto the first and second surfaces of 
the substrate. This technique appears to be a calibration process for a roughness detector. 
32. Inventions I and IX are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
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materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case, the process as 
claimed can be practiced by a materially different apparatus, such as one that utilizes a non- 
capacitive detection apparatus as required by the claims of Group I. This non-capacitive 
technique could utilize an optical or visual roughness determination. 

33. Inventions (II , III, and VII) and IX are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes both a contact probe and a radiation receiver to measure topographical features as the 
claims of Groups II, III, and VII require. 

34. Inventions IV (claims 25-31) and IX are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a contact probe as a roughness detector and an actuator which moves at least one of a 
support member or the roughness detector with respect to the other as required by the claims of 
Group IV. 
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3 5 Inventions IV (claims 82-87) and IX are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group IV are not found in Group VIII. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a contact probe as a roughness detector and an actuator 
which moves at least one of a support member or the roughness detector with respect to the other 
as required by the claims of Group IV. 

36. Inventions V (claims 32-37) and IX are related as process and apparatus for its practice. 
The inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as claimed can 
be used to practice another and materially different process. (MPEP § 806.05(e)). In this case, 
the process as claimed can be practiced by a materially different apparatus, such as one that 
utilizes a radiation receiver as a roughness detector and an actuator which moves at least one of a 
support member or the roughness detector with respect to the other as required by the claims of 
Group V. 

37. Inventions V (claims 88-93) and IX are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
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does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group V are not found in Group IX. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a radiation receiver as a roughness detector and an actuator which moves at 
least one of a support member or the roughness detector with respect to the other as required by 
the claims of Group V. 

38. Inventions VI and IX are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case, the process as 
claimed can be practiced by a materially different apparatus, such as one that utilizes a contact 
probe and a radiation receiver as a roughness detector and an actuator which moves at least one 
of a support member or the roughness detector with respect to the other as required by the claims 
of Group VI. 

39. Inventions VIII and IX are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
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as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group IX are not found in Group VIII. The subcombination has separate utility 
such as a method for detecting characteristics of a microelectronic substrate that may or may not 
have conductive features present on a second surface of the substrate, rather than a method of 
processing a microelectronic substrate, wherein the methodology appears to create a substrate 
having specific features to be detected on the first and second surfaces of the substrate as recited 
in the claims of Group VIII. 

40. Inventions (I-III, IV (25-3 1), V (claims 32-37), VI, and VII) and X are related as process 
and apparatus for its practice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed can be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case, the process as claimed can be practiced by a materially different 
apparatus, such as one that uses a specific type of roughness detector or topographical feature 
detector recited in the claims of Groups I-VII. The steps measured in the claims of Group X do 
not give specifics as to how the measurement values are gathered. 

4 1 . Inventions IV (claims 82-87) and X are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
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claimed because all of the limitations of Group IV are not found in Group X. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a contact probe as a roughness detector and an actuator which moves at 
least one of a support member or the roughness detector with respect to the other as required by 
the claims of Group IV. 

42. Inventions V (claims 88-93) and X are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group V are not found in Group X. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a radiation receiver as a roughness detector and an actuator which moves at 
least one of a support member or the roughness detector with respect to the other as required by 
the claims of Group V. 

43. Inventions VIII and X are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
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limitations of Group X are not found in Group VIII. The subcombination has separate utility such 
as a method in a computer for detecting characteristics of a microelectronic substrate by receiving 
a plurality of data representative of distance measurements, wherein the claims of Group VIII 
appears to create a substrate having specific features to be detected and measured on the first and 
second surfaces of the substrate. 

44. Inventions IX and X are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
hmhations of Group X are not found in Group IX. The subcombination has separate utility such 
as a method in a computer for detecting characteristics of a microelectronic substrate by receiving 
a plurality of data representative of distance measurements, wherein the claims of Group IX 
detects the roughness of the first surface of the substrate using a topographical detection device. 
45. Inventions (I-III, IV (25-3 1), V (claims 32-37), VI, and VII) and XI are related as process 
and apparatus for its practice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed can be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case, the process as claimed can be practiced by a materially different 
apparatus, such as one that uses a specific type of roughness detector or topographical feature 
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detector recited in the claims of Groups I- VI. The steps measured in the claims of Group XI do 
not give specifics as to how the measurement values are gathered. 

46. Inventions IV (claims 82-87) and XI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group IV are not found in Group XI. The 
subcombination has separate utility such as an apparatus for detecting characteristics of a 
microelectronic substrate that utilizes a contact probe as a roughness detector and an actuator 
which moves at least one of a support member or the roughness detector with respect to the other 
as required by the claims of Group IV. 

47. Inventions V (claims 88-93) and XI are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because all of the limitations of Group V are not found in Group XI. The subcombination 
has separate utility such as an apparatus for detecting characteristics of a microelectronic 
substrate that utilizes a radiation receiver as a roughness detector and an actuator which moves at 
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least one of a support member or the roughness detector with respect to the other as required by. 
the claims of Group V. 

48. Inventions VIII and XI are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group XI are not found in Group VIII. The subcombination has separate utility 
such as a method for detecting characteristics of a microelectronic substrate comprising detecting 
a roughness of a first surface of the substrate and detecting a characteristic of at least one 
protruding conductive feature on the second surface of the substrate. 

49. Inventions IX and X are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group XI are not found in Group IX. The subcombination has separate utility such 
as a method for detecting characteristics of a microelectronic substrate comprising detecting a 
roughness of a first surface of the substrate and detecting a characteristic of at least one 
protruding conductive feature on the second surface of the substrate. 
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50. Inventions X and XI are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because all of the 
limitations of Group XI are not found in Group X. The subcombination has separate utility such 
as a method for detecting characteristics of a microelectronic substrate comprising detecting a 
roughness of a first surface of the substrate and detecting a characteristic of at least one 
protruding conductive feature on the second surface of the substrate. 

5 1 . Because these inventions are distinct for the reasons given above and the search required 
for one group may not be required for any other group, restriction for examination purposes as 
indicated is proper. 

52. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1. 48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a request under 37 CFR 1. 48(b) and by the 
fee required under 37 CFR 1.17(1). 

53. Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Daniel Larkin whose telephone number is (703) 308-6724. The Examiner 
can normally be reached on Monday-Friday from 7:00 AM - 4:00 PM. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisorXron E. Williams, can be reached on (703) 305-4705. The FAX telephone number 
for this Technology Center (TC 2800, unit 2856) is (703) 308-7382. 

Any inquiry of a general nature or relating to the status of Ais appM should be 
directed to the Group receptionist whose telephone number is (703) 308-0956. 



Daniel Larkin 
25 March 2003 
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